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DETAILED ACTION 
Election/Restrictions 

1 . Claims 7, 10, and 13 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected Species, there being no allowable generic or linking 
claim. Because applicant did not distinctly and specifically point out the supposed errors 
in the restriction requirement, the election has been treated as an election without 
traverse (MPEP § 818.03(a)). However upon further consideration, claims 4 and 11-12 are 
withdrawn as being drawn to the non elected species, figure 44A. See paragraph 00275 and 
figure 44A. 

The restriction is now made Final. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 6 recites the limitation "the supplemental" in line 10. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 

requirements of this title. 

5. Claim 14 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 
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The claims recited a program and the program performs a set of instructions per se and 
program is a signal. Therefore program is not patent-eligible subject matter and therefore is non- 
statutory. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this cotmtry, more tlian one year prior to the date of application for patent in the United States. 

7. Claims 1-3, 5-6, 8-9 and 14-15 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Itoi (US PG PUB 2001/0012440). 

Claims 6 and 8-9 will be discussed first. 

Regarding claim 6, Itoi teaches a playback device for executing playback of video 
composed of a plurality of frame images, comprising: a read unit operable to read a video stream 
from a recording medium (see paragraph 0044); a frame memory (see TV 5 in figure 1); a video 
decoder operable to decode the video sfream so as to sequentially obtain and write the frame 
images on the frame memory (see paragraphs 0044-0045); an output unit operable to generate a 
video signal from the frame images sequentially written on the frame memory and output the 
video signal (see paragraph 0048); an output confrol unit operable, in accordance with a user 
operation, to cause the output unit to output the video signal with addition of the supplemental 
information (see paragraph 0041); and an assigning unit operable to assign, to the video signal 
added with the supplemental information, copy confrol information defining a less strict 
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restriction as compared with copy control information to be assigned to the video signal output 
without addition of the supplemental information (see paragraph 0062 and claim 7 where the 
prior art teaches contents with out commercial message are controlled and contents with 
commercial having control code representing copy-free condition). 

Regarding claim 8, Itio teaches the recording medium is a portable recording medium 
(see figure 1 and paragraphs 0034-0037), the playback device ftirther comprises: a built-in 
recording medium storing a supplemental information sfream (see paragraph 0034 and 0061 and 
figure 2), the read unit is fiirther operable to read the supplemental information sfream from the 
built-in recording medium (see claims 1-2), the playback device further comprises: a 
supplemental information decoder operable to decode the supplemental information stream (see 
claim 7), and the supplemental information is an image obtained by decoding the supplemental 
information sfream (see paragraph 0056). 

Regarding claim 9, Itio discloses the built-in recording medium stores multi-path 
information binding the supplemental information sfream to a section of the video stream on the 
portable medium (see paragraph 0067), and the output of the video signal with addition of the 
supplemental information by the output confrol unit is performed when a current playback point 
reaches the section (see paragraphs 0068-0069). 

Regarding claims 14-15, the limitation of claims 14-15 can be found in claim 6 above. 
Therefore claims 14-15 are analyzed and rejected for the same reason. 

Regarding claim 1, Itio teaches a recording medium comprising: a video sfream (see 
paragraph 0067 and figure 3); and copy control information (see claim 7 and absfract), wherein 
the video sfream contains video composed of a plurality of frame images (see figure 3), and the 
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copy control information defines different restrictions on recording of a video signal that is 
converted from the frame images, the restrictions differing depending on whether the video 
signal is output with or without addition of supplemental information (see rejection of claim 6 
above). 

Regarding claim 2, Itio discloses a graphics stream, wherein the supplemental 
information is graphics obtained by decoding the graphics stream (see paragraph 0056). 

Regarding claim 3, Itio teaches the graphics sfream includes: graphics data composed of a 
sequence of pixel codes each representing a character string or a figure (see absfract, paragraphs 
0031 and 0038); and pallet data indicating pixel codes each associated with a pair composed of a 
pixel value and a transparency value (see paragraphs 0041 and 0043). 

Regarding claim 5, Itio teaches a supplemental information sfream (see absfract); and 
multi-path information binding the supplemental information sfream to a section of the video 
stream 9see paragraph 0067), wherein the supplemental information is obtained by decoding the 
supplemental information sfream (see paragraph 0056). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HELEN SHIBRU whose telephone number is (571)272-7329. 
The examiner can normally be reached on M-F, 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, THAI Q. TRAN can be reached on (571) 272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/HELEN SHIBRU/ 
Examiner, Art Unit 2621 
September 24, 2009 

/Thai Tran/ 

Supervisory Patent Examiner, Art Unit 2621 



